MAR 18 2004 11:45 FR MORGAN LEWIS 650 493 5556 TO S 1 703872930B P. 11 



BBMARKS 

This amendment responds to the office action nailed September 1 5. 2003. In the 

office action the Examiner: 

. rqccted claim. 4, 5. and 16 es being indefinite under 35 U.S.C. 1 12. second paragraph; 
. rejected claims 1-25 under 35 U.S.C. § 103 as being unpatentable over Mayaud, U.S. 
Patent No. 5.845.255 in view of PR Newswire nevoca.com Enhances Prescription 

Verification System. 

New claims 26-30 have been added, in wWch no new matter has been added. Support 
for the new claims can be found throughout the specification, including the drawings, and 
claims as originaUy filed- 

After entry of this amendment, the pending claims are: claims 1 and 3-30. 

Claim Rejections -35 USC § 1X2 
The Examiner has rejected Claims 4. 5, and 16 under 35 U.S.C. § 1 12. second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which appUcant regards as the invention. The Examiner aUeges there .s 
insufficient antecedent basis for the claim limiution "said electronic prescription renewal 
request" in claim 4 as well as for the claim limitation "said electit,mc renewal prescription" 
in claim 16. Claim 1 5 is rejected based on its dependency from rejected claim 4. 

Claims 4. 15, and 16 have been amended to correct these claims as filed. The term 
"electronic" has been deleted ftom claim 4, 15, and 16. Accordingly, the Examiner is 
respectfully requested to reconsider these claims. 

Claim Rejections - 3$ USC §103 
The Examiner has rejected claims 1-25 under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 5.845.255 to Mayaud (hereinafter "Mayaud") in view of 
PR Newswire, nevoca.com Enhances Prescription Verification System (heremafler 
"nevoca"). 

To establish a prima facie case of obviousness, three basic criteria must be met. 
namely: 
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1) Tliu C nr.-1 Vr tT-'^»" motivation, either in the references themselves or 

in me knowledge gene«Uy available to one of ordinary skill in the art, lamadifc the 
reference «r to combine reference teachings; 

2) Thrrr iwit^ ° rr""""*''^ expertntion of success; and 

3) The prior art reference (or references when combined) mim tn trh or ^i.Rpes^ m the 
gl^jsysaiiaiiens. The teaching or suggestion to make the claimed combination and the 
.enable expectation of success must both be found in the prior art and not based on 

applicant's disclosuie/ , i • i 

The rejected claims (claims 1-25) include three independent claims, namely claims I. 
22 and 24. The Examiner has rejected claims 1-25 under 35 U.S.C. § 103 as being 
unpatentable over Mayaud. U.S. Patent No. 5.845.255 in view of PR Newswire. nevoca.com 
Enhances Prescription Verification System. 
The Examiner has alleged that: 

Mayaud teaches a method for renewing a prescription for a 
pharmaceutical via an electronic network, comprising the steps of: 
generating a prescription renewal request for the renewal of a prior 
prescription (see column 19. lines 48-53 and lines 63-67); 
receiving a renewal prescription, in response to said prescription 
renewal request ftom a prescriber (see column 20, lines 50-60); 
and notifying a dispenser to fill said renewal prescription (see 
column 20. lines 5-11 and column 32. lines 23-25).* 
The Examiner has also alleged that: 

...while Mayaud appears to teach transmission of the renewal 
request via face-to-face interaction between patient and piescriber, 
it is unclear exactiy how the patient requests the prescription 
renewal. Nevoca leaches a system for electronically 
communicating prescription renewal requests to doctors as a rcsvdt 
of call-in or walk-in requests (see paragraph 7) (emphasis added).' 



1 ScInreVaeck. 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

^ See Office Action dated September 15, 2003, page 3. 
' Id. 
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T^systemofMayaud"con^ilel.]wbatn«»ybe.enneda-Sart^^ 

a. dooto..oro.he.healthp«.vi.icrso.organiz.tio„. to access, update. ..tnevc.^ 

patient-shUtory to enhancchcalth treatment DuHnSuseoftheMayaud^^^ 
selecuapaxticularpatient for rcvic^ofthepatient'shistory and "the selected patients 

prescription histoid arelistedinpatier.t history .one43 in thenriddle of the screen f^^ 

convenient review by the physician-user. . ."' 

Inotherwords,thesystemdisclosed-ndtBughtinMayaudre<irriresthedoctorto 

selectapatient that he/she is interested in reviewing, access or retrieve thatpatient-smed.^^^ 
and prescription history, and thpi^after. update or ,«.ew a prescription. Conversely, the 
present application teaches and claims a system that conduct, computer momtorir.g of an 
expiration date of a pn^ription. generates a prescription renewal request pr.or to the 
expiraUon date based on the computer monitoring, transmits the prescription renewal request 
to a pxescriber for her/his review and/or renewal, receives a renewal prescription ftom the 
prescriber in response to the prescription renewal request, and noUfies a dispenser to fill the 
renewal. All steps occur automatically without user or patient intervention. 

The Examiner reUes on nevoca for allegedly teaching "a system for electronically 
communicating prescription renewal requests to doaors as a result of call-in or walk-m 
requests Nevoca, however, does not disclose, teach, or suggest any type of system 
providing computer monitoring of an expiration date of a prescription as disclosed and 
claimedinthepresentapplication. Accordingly the combination of Nevoca and Mayaud 
does not teach, disclose, or suggest all the limitations Of independent claims 1 , 22. and 24. In 
light of the above, it is r^ectfuUy submitted that claims 1-25 are now in condition for 
allowance and patentable over the cited prior art. 



''■ 5eeU.S. Patent No. 5.845.255 to Mayaud at column 8. lines 34-37. 
' Id. at column 19, lines 63-67. 

* See Office Action dated September 1 5. 2003. page 3 . 
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In UEht of the above amendments and remarks, the AppBca^ls respectfully requests 
O^t the E«miner reconsider .his application with a view towards allow^mce. The Examiner 
is encouraged to call the undersigned attorney at (650) 849-7627. to help resolve any 



remaining issues. 



Date: January 15. 2004 



ily submitted. 




SEawn C. Glidden 
for Francis E- Morris 
Morgan Lewis St Bockius LLP 
3300 Hiliview Avenue 
Palo Alto, California 94304 
(650)493-4935 



51,743 
(Reg. No,) 
24,615 
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